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U S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are requrred to respond to a collection of information unless it displays a valid OMB control number.
(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to:

Mail Stop Ex Parte Reexam

Commissioner for Patents Attorney Docket No.:
P.0. Box 1450

Alexandria, VA 22313-1450 Date: It ) ‘*l qsab

M This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number 6 738 | 38
issued '_Turv i%, 00 . The request is made by:

D patent owner, |Z| third party requester.
2. |Z] The name and address of the person requesting reexamination is:

Richacd E. Fortata
Soﬁ:‘l'ww' e Fre_erm Law CQW
1945 5foq&wa\,ll. | Fa F!oor, New ‘/orK' NY 100323-5838

3. m a. A check in the amount of $ 2,520, 00 is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1),

D b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. (submit duplicative copy for fee processing); or

D c. Payment by credit card. Form PTO-2038 is attached.

4. m Any refund should be made by M. check or D credit to Deposit Account No.
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.

5.[2] A copy of the patent to be reexamined having a double column format on one side of a separate paper is
enclosed. 37 CFR 1.510(b)(4)

6. CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
D Landscape Table on CD

7.D Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — c. are required.

a. l Computer Readable Form (CRF)
b. Specification Sequence Listing on:

i. O CD-ROM (2 copies) or CD-R (2 copies); or
i. ] paper

c.[] Statements verifying identity of above copies
8. D A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

9. m Reexamination of claim(s) |- 4"4' is requested.

10.}/] A f tent ted publication relied bmitt géea/aacgg JpﬂlE%m BEf%tmlthm%m
copy of every patent or printed publication refied upon is submitted herewith including a listing thereof @n
Form PTO/SB/08, PTO-1449, or equivalent. 61 Fe:181e 5.0 v

11. |_—_| An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

[Page 1 0f 2]
This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Approved for use through 04/30/2007. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

12. IZI The attached detailed request includes at least the following items:
a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1)

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the periinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2)

13. D A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e)
14. E a. It is certified that a copy of this request (if filed by other than the patent owner) has been served in its entirety on

the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

Wa\{me, M. Kenqard
Hale. and Docr LuP
60 State S'free:f“ Boston MA 03109
Date of Service: ___ ll lq_»!’\OO(: or

D b. A duplicate copy is enclosed since service on patent owner was not possible.

15. Correspondence Address: Direct all communication about the reexamination to:

D The address associated with Customer Number:

OR

u ::r:gir\‘li?izjal Name Soffware H‘%AOM Law Ceqter

Address 194§ Broa&vlaf ) | FHy Floor

N New York %™ NY  10023-5882
Country U 5 A

Tetephone Q&) 461~ 1909 Emal Fontana@ sof rwatefreedom. o,

16. IZl The patent is currently the subject of the following concurrent proceeding(s):
[J a. Copending reissue Application No.
[ b. Copending reexamination Control No.
dJc. Copending Interference No.

A d. Copending litigation styled:

Blackboard lac, v. Desiredlearn M(..l, C.A. No. 1:06-Ccy- (5§
(E.D. Tetas).

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PT0Q-2038.

QAL £ ke 1 [Ro06

Authorized Signature | | Date
Richacd E. Fontado 53,904, 3 For Patent Owner Requester
Typed/Printed Name Registration No. ] For Third Party Requester
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT NO.: 6,988,138

ISSUED: JANUARY 17, 2006

FOR: INTERNET-BASED EDUCATION SUPPORT SYSTEM AND
METHODS

Attachment to Form PTO-1465,
Request For Ez Parte Reexamination

Sir:

Reexamination under 35 U.S.C. §§ 302-307 and 37 C.F.R. § 1.510 is respectfully requested
of claims 1-44 of United States Patent No. 6,988,138 (the “’138 Patent”)," which issued on
January 17, 2006 to Alcorn et al. and is assigned to Blackboard Inc. Requesters submit that

these claims are unpatentable under 35 U.S.C. §§ 102-103.
There Are Substantial New Questions of Patentability
The substantial new questions of patentability raised by this Request are:

1. Whether claims 1-7, 9, 11-21, 24-34, 36-40, and 43 are anticipated by or obvious
over TopClass Version 1.2.2b Administrator’s Guide (Ireland: WBT Systems, October
1997) (“TopClass”).? TopClass was first available to the public no later than November
25, 1997.3

2. Whether claims 8, 22, and 23 are obvious over TopClass in view of Galt et al., “Informa-
tion Sharing: Collaborating Across the Networks,” Proceedings of the 11th Annual In-
ternational Conference on Systems Documentation (Waterloo, Ontario, Canada, 1993),

361-362 (New York: ACM Press, 1993) (“Galt”).4

3. Whether claims 10, 35, and 44 are obvious over TopClass in view of Hartley et al.,

“Enhancing Teaching Using the Internet: Report of the Working Group on the World

! Appendix A contains a copy of the *138 Patent.
2Appendix B contains a copy of TopClass.

3See Appendix C (Declaration of James Kerslake).
4 Appendix D contains a copy of Galt. 1



Wide Web as an Interactive Teaching Resource,” Proceedings of the 1st Conference on
Integrating Technology into Computer Science Education (Barcelona, June 2-6, 1996),
218-228 (New York: ACM Press, 1996) (“Hartley”).®

4. Whether claims 41 and 42 are obvious over TopClass in view of U.S. Patent No.
5,002,491 to Abrahamson et al. (“Abrahamson”), which issued on March 26, 1991.5

TopClass, Galt, Hartley, and Abrahamson (collectively the “Cited Prior Art”) are each
prior art to the '138 Patent under 35 U.S.C. § 102(b). The application date of the 138 Patent
was June 30, 2000. TopClass, Galt, and Hartley were each available as printed publications
more than one year prior to the ’138 Patent application date, and Abrahamson issued more
than one year prior to the 138 Patent application date. Moreover, the Cited Prior Art is
prior art to the '138 Patent under § 102(b) even if the '138 Patent is entitled to claim an
earlier filing date of June 30, 1999, the filing date of the earliest-filed provisional application
to which the '138 Patent claims priority.”

The questions listed above are substantial new questions of patentability because the
Cited Prior Art was not of record in the file of the 138 Patent, and because the claims
of the '138 Patent are not patentable over these documents. A detailed explanation of the
pertinency and manner of applying the Cited Prior Art to each of clbaims 1 through 44 of

the ’138 Patent is set forth below.

The User Role/File Access Elements of the Independent Claims
Are Anticipated By or Obvious Over the Cited Prior Art

The '138 Patent has two independent claims, system claim 1 and method claim 36.
Neither of these claims is a model of clear and precise drafting. In essence, however, both of

these claims emphasize two features:

1. The system has several predefined user roles (student, instructor, and administrator).

ii. A user’s level of access to course files is dependent on the particular predefined role of

that user.

5Appendix E contains a copy of Hartley.

6Appendix F contains a copy of Abrahamson.

"Requesters reserve the right to argue that the *138 Patent is not entitled to claim the benefit of any
earlier provisional application filing date. 9



TopClass teaches both of these features. First, TopClass expressly describes a system in
which there are three predefined categories of user: students, instructors, and administrators.
TopClass, pp. 4-6, 19, 23-24, 74, 76.

Second, TopClass teaches a system in which a user’s access to course files and other
system objects—whether the user can read, create, edit, or delete a particular file—is at
least partly dependent on whether that user is an administrator, an instructor, or a student.
For example, at one extreme are administrator users, who “always have access to the entire
TopClass server.” TopClass, p. 74. At the other extreme are student users, whose access
to system files are limited (they are not granted any of the security privileges described in
TopClass at pp. 78-80). The level of access of an instructor to create and edit files depends
on the configuration of security privileges for that instructor. This configuration determines
the degree to which an instructor can edit course files, modify individual student coursework,
create and edit class announcements, and delete messages posted to class discussion lists.
TopClass, pp. 78-80. Notably, TopClass also illustrates an “Access Preferences” page acces-
sible to administrators which can be used to “specify default access rights for various system
objects,” including checkboxes for administrators ( “owners”), instructors and students that
can be used to determine whether particular user categories can, for example, view, edit, or
delete messages and course units. TopClass, p. 32.

TopClass also teaches the use of a database in providing particular levels of course file
access for particular categories of users. TopClass states that “each student can only access
files to which they should have access. For every request sent to TopClass, before it fulfills
the request, TopClass checks the User Information in the Embedded Object Store to see
that the user has appropriate access rights to view the requested information.” TopClass,
p. 3. The WUser database object includes a field “Admin,” which is “[a]n internal TopClass
number used to represent the administration options which have been assigned to a user
and determines the types of pages which the user can access. If the current user is not
an instructor [i.e., if the user is a student| this number will be 8190. If the current user
is an instructor then the number will represent the administration options allocated to the

instructor.” TopClass, p. 100.



The chart below sets forth an element-by-element comparison of each claim of the '138

Patent to the Cited Prior Art.

Comparison of 138 Patent Claims to the Cited Prior Art

’138 Patent

Cited Prior Art

1. A course-based system for
providing to an educational
community of users access to
a plurality of online courses,
comprising:

TopClass is a “learning environment that distributes
course materials” (TopClass, p. 1) and “allow(s| on-line
communication between instructors and students” (Top-
Class, p. 4). “Students are users who are taking courses”
and instructors assist students taking courses. TopClass,
p. 4. Student users are assigned to one or more classes,
each having a specific set of course material; instructors
are assigned to one or more classes, and for each class
they have a number of students assigned to them. Top-
Class, p. 74.

a) a plurality of user com-
puters, with each user com-
puter being associated with
a user of the system and
with each user being capable
of having predefined charac-
teristics indicative of mul-
tiple predetermined roles in
the system, each role provid-
ing a level of access to a plu-
rality of data files associated
with a particular course and
a level of control over the
data files associated with the
course with the multiple pre-
determined user roles com-
prising at least two user’s
predetermined roles selected
from the group consisting of
a student role in one or more
course associated with a stu-
dent user, an instructor role
in one or more courses as-
sociated with an instructor
user and an administrator
role associated with an ad-
ministrator user, and

“TopClass distributes course materials for
viewing on any PC compatible or Macintosh
computer.”  TopClass, p. 1.

TopClass teaches a course-based system with three
predefined categories of user: students, instructors, and
administrators. TopClass, pp. 4-6, 19, 23-24, 74, 76.
“[A]dministrators always have access to the entire Top-
Class server.” TopClass, p. 74. Students have limited
access to system files (they are not given any of the
security privileges described in TopClass at pp. 78-80).
Instructors’ access to create and edit files depends on the
configuration of security privileges for each instructor,
which determines the degree to which an instructor can
edit course files, modify individual student coursework,
create and edit class announcements, and delete messages
posted to class discussion lists. TopClass, pp. 78-80.

See also TopClass, p. 32 (illustrated “Access Preferences”
page can be used by administrator to “specify default ac-
cess rights for various system objects,” including check-
boxes for administrators, instructors, and students that
can be used to determine whether a particular predefined
user category can, for example, view, edit, or delete mes-
sages and course unit material).




’138 Patent

Cited Prior Art

b) a server computer in com-
munication with each of the
user computers over a net-
work, the server computer
comprising: means for stor-
ing a plurality of data files
associated with a course,
means for assigning a level of
access to and control of each
data file based on a user of
the system’s predetermined
role in a course; means
for determining whether ac-
cess to a data file associ-
ated with the course is au-
thorized; means for allow-
ing access to and control of
the data file associated with
the course if authorization is
granted based on the access
level of the user of the sys-
tem.

“TopClass stores all information on users and courses on
a central server. Students, Instructors and Administra-
tors can access that server from anywhere on the network
using a standard Web browser ....” TopClass, p. 2.

“[E]ach student can only access files to which they should
have access. For every request sent to TopClass, before
it fulfills the request, TopClass checks the User Informa-
tion in the Embedded Object Store to see that the user
has appropriate access rights to view the requested in-
formation.” TopClass, p. 3. The WUser database object
includes a field “Admin,” which is “{ajn internal Top-
Class number used to represent the administration op-
tions which have been assigned to a user and determines
the types of pages which the user can access. If the cur-
rent user is not an instructor this number will be 8190.
If the current user is an instructor then the number will
represent the administration options allocated to the in-
structor.” TopClass, p. 100.




138 Patent

Cited Prior Art

2. The system of claim 1
wherein the instructor user
is provided with an access
level to enable the creation
and editing of a plurality
of files associated with a
course.

“Access preferences allows [administrator] to specify de-
fault access rights for various system objects.” TopClass,
p. 32 (providing illustration of “Access” system prefer-
ences page in which, for “Unit Access,” under “Instruc-
tors,” boxes for “View” and “Edit” are checked). See also
TopClass, p. 79 (describing instructor privileges settings,
including the options “Edit Classes,” which “[c|ontrols
whether this instructor is permitted to edit and cre-
ate classes”; “Edit Units,” which “[c]Jontrols whether
this instructor is permitted to edit and create units and
courses”; and “Coursework Personalization,” which con-
trols whether this instructor can modify the coursework
for a particular student). See generally TopClass, pp. 41-
71 (describing how instructor users can create course
files).

3. The system of claim 2
wherein the course files com-
prise an announcement file.

TopClass describes a read-only “Class Announcements
area” to which “instructors post messages of interest to
the class, such as reading lists, last minute changes and
other special announcements,” TopClass, p. 6. See also
TopClass, p. 80 (instructors may be given access “to cre-
ate and edit announcements”).

4. The system of claim 2
wherein the course files com-
prise a course information

file.

Instructors create and edit course information pages,
which are HTML files. TopClass, pp. 41-43, 48.

5. The system of claim 2
wherein the course files com-
prise a staff information file
posted to all registered in
the course.

The reference in claims 5-7 to a file “posted to all regis-
tered in the course” means a web page that is uploaded
to a server and made accessible to registered student
users. See '138 Patent, col. 17, line 40-col. 18, line 60.

TopClass describes distribution of course files to students
through a web server. TopClass, pp. 2, 46. One would
expect such files to include a page providing staff infor-
mation for a class, since each class is associated with
a set of instructors (TopClass, p. 82). It cannot be con-
tended in good faith that the mere fact that a distributed
course file contains staff information is itself novel or non-
obvious (moreover, though it is not a ground for granting
this Request, such a claim recites nonstatutory printed
matter).




I

138 Patent

Cited Prior Art

.

6. The system of claim 2
wherein the course files com-
prise a course document file
posted to all registered in
the course.

TopClass describes distribution of course files to students
through a web server. TopClass, pp. 2, 46.

7.  The system of claim
2 wherein the course files
comprise an assignments file
posted to all registered in
the course.

TopClass describes distribution of course files to students
through a web server. TopClass, pp. 2, 46. Such course
files include “tests,” which are special pages that pose
questions for the student to answer. TopClass, pp. 7, 47,
51.

8. The system of claim 2
wherein the course files com-
prise a dropbox file.

'138 Patent describes a “dropbox” as “a file shar-
ing utility that allows sharing of documents between
users” ('138 Patent, col. 12, lines 27-28) which “works
by ‘uploading’ a file from a disk or a computer to a
central location. A participant can then come and
‘download’ it to work locally” (’138 Patent, col. 20,
lines 40-43). ’138 Patent admits that the upload-
ing files to the dropbox is prior art involving “well
known techniques.” 138 Patent, col. 16, line 24.

TopClass describes “Upload Questions,” which “are ques-
tions which require students to submit their answers
in the form of an external file”; such external files are
uploaded through the web browser. TopClass, p. 61.

Galt teaches the use of dropboxes for sharing documents
electronically; dropboxes are described as folders on re-
mote servers where writers and other parties “swap doc-
ument drafts.” Galt, pp. 361-362. It would have been
obvious to a person having ordinary skill in the art at
the time the invention was made to use the dropboxes of
Galt for submission of student files in response to Upload
Questions as taught by TopClass, in order to facilitate the
sharing of such files with instructors.
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’138 Patent

Cited Prior Art

9. The system of claim 2
wherein the course files com-
prise an asynchronous com-
munication file.

'138 Patent gives discussion boards as sole example
of an asynchronous communication tool (138 Patent,
col. 12, lines 22-25; col. 15, lines 45-49; col. 20,
lines 28-32), and admits that such tools are “well
known in the art” ("138 Patent, col. 15, lines 55-56).

“Students are grouped into classes and each class has two
conferencing or bulletin board areas . ... The second bul-
letin board is an open area to which all students can post
messages to discuss issues and collaborate on projects.”
TopClass, p. 6.

10. The system of claim 2
wherein the course files com-
prise a synchronous commu-
nication file.

Hartley teaches use of synchronous communication tech-
nologies, such as chat and whiteboards, by students in an
academic setting. Hartley, pp. 220-221. It would have
been obvious to a person having ordinary skill in the
art at the time the invention was made to supplement
the asynchronous communication tools in TopClass with
synchronous tools as taught in Hartley.

11. The system of claim 2
wherein the student user is
provided with an access level
to enable reading of a plural-
ity of files associated with a
course.

“Access preferences allows you to specify default access
rights for various system objects.” TopClass, p. 32 (il-
lustrating “Access” page for administrator in which, for
“[Course} Unit Access,” under “Students,” “View” box
is checked but “Edit,” “Delete,” and “Admin” boxes are
unchecked).

12. The system of claim 11
wherein the student user is
provided with an access level
to enable modification of a
subset of the plurality of files
associated with a course.

“Access preferences allows you to specify default access
rights for various system objects.” TopClass, p. 32 (il-
lustrating “Access” page for administrator in which, for
“[Course] Unit Access,” under “Students,” “View” box
is checked but “Edit,” “Delete,” and “Admin” boxes are
unchecked; administrator can check the “Edit” box to
permit students access to edit course unit files).

13. The system of claim 11
wherein the user is provided
with an access level to en-
able creation of a student
file associated with a file for
which the student user is
able to read.

“Upload Questions are questions which require students
to submit their answers in the form of an external file.”
TopClass, p. 61. Clearly this is a file created by the stu-
dent and associated with the page containing the Upload
Question; clearly the student must be able to read that
page in order to answer the question.
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